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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or nnore claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 20, 28-29 and 36 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 20 recites " prior to a call session being established in response to the call 
request, receive a request to collect digits from the media gateway controller over the 
packet-base network"; whereas claim 28 recites "the controller is further adapted to 
receive a reguest to collect digits after establishing a call session ". Claim 28 depends on 
claim 20; therefore, it is confusing because claim 20 conflicts with claim 28. Similarly, 
claim 29 conflicts with claim 36, 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1. 2, 5, 29, 32-34, 39. 43 and 45 are rejected under 35 U.S.C. 102(a) as 
being unpatentable over Culpepper et al, published at 
http://wwv\/1 . cs. Columbia, edu/sip/drafts/draft'CulDeDoer-siD-info-event-OO. txt . 
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Regarding claims 1, 29, 32-34, 43 and 45, Culpepper discloses Session initiation 
Protocol (SIP) INFO method for communicating mid-call events in SIP sessions; see 
figure on page 2. Culpepper discloses that the method comprises the steps of: 

a media gateway controller (MGC) at a receiving side receives a call request 
from another MGC at a transmitting side (receiving a call request, from a first media 
gateway controller (MGC) to a second media controller (MGC) over a network); 

a SIP entity can request that the MGC enable detection of MG supported events 
and that the MGC pass on event notification from the MGC to the requesting SIP entity. 
The use of a Digit Map in the event request addresses DTMF accumulation and order of 
delivery issues; page 3, second paragraph and page 4, section 4. Furthermore, page 6 
(section 6), Culpepper teaches an example for collecting 4 requested digits PIN number 
for establishing a call connection (requesting information from the first media gateway 
controller and receiving the information before establishing a bearer path over the 
network.) 

Regarding claims 2 and 5, Culpepper discloses on page 7, second paragraph 
that the use of a Package designator in the event request also helps reduce any 
ambiguity in which media source event detection and reporting is desired for. Therefore, 
it implies that the system adapts with a packet-based network (receiving the call 
comprises receiving the call over a packet-based network.) 

Regarding claim 39, Culpepper discloses that the system uses SIP INFO method 
for communicating mid-call events in SIP sessions. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9-12, 18-21, 24-25, 28, 35-36 and 40 are rejected under 35 U.S.C. 103(a) 

as being unpatentable over Culpepper et al published at 

httD://www1, cs. Columbia. edu/sip/drafts/draft'Culoepper-siD-info-e vent-00, txt in view of 
Choudhuri et al published at http://www, a Hemic , orQ/drafts/drafts-c-d/draft-choudhuri-sip- 
info-diait-OOMmK hereafter referred to as Culpepper and Choudhuri respectively. 

Regarding claims 9-11, 18-19, 28, 35-36, Culpepper discloses that the SIP INFO 
Method, for transporting DTMF digits between two SIP entities and for specifying digit 
collection to be performed by a SIP client is described in Choudhuri paper, which 
discloses a SIP INFO method for DTMF digit transport and collection; page 3, second 
paragraph. This method provides a SIP entity with significant control over digit collection 
and detail concerning the results of the collection. Furthermore, Choudhuri teaches that 
Using Session Initiation Protocol applications can establish and terminate multimedia 
sessions. Telephony applications that require mid session signaling can accomplish that 
task by using SIP INFO method; section 1.0. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to apply collection method 
disclosed by Choudhuri into Culpepper's system in order to control a call between a 
calling party and a called party by using DTMF signal. 
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Regarding claims 12 and 20, the system disclosed by Culpepper comprises a 
Media gateway connected with PSTN network; therefore, it inherently comprises an 
interface in order to connect to a packet-based network (a first interface coupled to a 
first network). In addition, Culpepper discloses that a Media gateway Controller (MGC) 
coupled to the media gateway for communicating with the PSTN system (a controller 
communicatively coupled to the first interface). The media gateway controller (MGC) at 
a receiving side in the system disclosed by Culpepper receives a call request from 
another MGC at a transmitting side before establishing a call session (receive a call 
request from a media gateway controller over the packet based network). Page 6 
(section 6), Culpepper teaches an example for collecting 4 requested digits PIN number 
for establishing a call connection. Furthermore, Culpepper discloses that the SIP INFO 
Method, for transporting DTMF digits between two SIP entities and for specifying digit 
collection to be performed by a SIP client is described in Choudhuri paper, which 
discloses a SIP INFO method for DTMF digits transport and collection; page 3. This 
method provides a SIP entity with significant control over digit collection and detail 
concerning the results of the collection. Furthermore, Choudhuri teaches that Using 
Session Initiation Protocol applications can establish and terminate multimedia 
sessions. Telephony applications that require mid session signaling can accomplish that 
task by using SIP INFO method; section 1 .0. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to apply collection method 
disclosed by Choudhuri into Culpepper's system in order to control a call between a 
calling party and a called party over Data network by using DTMF signal. 
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Regarding claim 21 , Culpepper discloses that the SIP BCP-T addresses inter 
MGC (also known as a Softswitch) communication using SIP and describes the use of 
the SIP INFO method for carrying mid-session signaling messages. In addition, mid-call 
events, including DTMF signaling, that are detectable by a gateway. Furthermore, 
Culpepper describes the use of the SIP INFO method, for requesting and reporting 
events along the SIP signaling path abstract, introduction, page 2 section 2. Therefore, 
it implies that the first network is a Signaling System network. 

Regarding claim 24, Culpepper discloses on page 7, second paragraph that the 
use of a Package designator in the event request also helps reduce any ambiguity in 
which media source event detection and reporting is desired for. Therefore, it implies 
that the system adapts with a packet-based network (receiving the call comprises 
receiving the call over a packet-based network.) 

Regarding claim 25, Culpepper discloses in figure on page 2 that a Media 
gateway controller collects the digits from the media gateway over MGCP, a media 
gateway controller protocol, a simple gateway controller protocol, and an Internet 
protocol device control; see section 1 and 2, pages 1-3. 

Regarding claim 40, the reference teaches that one set of events that is required 
for enhanced services present in the PSTN is the start of DTMF tone and either the end 
of the DTMF tone or the duration of the DTMF tone, page 2, second paragraph. In 
addition, the reference uses a signaling gateway located in the media gateway to collect 
DTMF digits in order to setup a call before establishing a connection between two end 
users through a packet network, page 2, section 2. 
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Claims 13 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Culpepper et al published at httD://www1, cs. Columbia, edu/sip/drafts/draft- 
culDeDper-sip-info-event-OO, txt in view of Choudhuri et al published at 
http://wwwMernic.ora/drafts/dmftS'C-d/draft-choudhurh^^ and further 

inview of Media Gateway Control Protocol (MGCP) version 1 .0., hereafter referred to as 
Culpepper, Choudhuri and MGCP respectively. 

Regarding claims 13 and 23, Culpepper does not explicitly disclose that the call 
is received over an ATM Network. However, the MGCP states protocol for adapting the 
MGC to an ATM network. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to apply MGCP to MGC for economic reason because 
it adapts with conventional ATM communication systems used in the network. 

Claims 3 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Culpepper et al published at http://www 1 . cs. Columbia, edu/sip/drafts/draft-culpepper-sip- 
info-event-OO.txt in view of Media Gateway Control Protocol (MGCP) version 1 .0, 
hereafter referred to as Culpepper and MGCP respectively. 

Regarding claims 3 and 30, Culpepper does not explicitly disclose that the call is 
received over an ATM Network. However, the MGCP states protocol for adapting the 
MGC to an ATM network. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to apply MGCP to MGC for economic reason because 
it adapts with conventional ATM communication systems used in the network. 

Claims 4, 6-8. 14-17, 22 and 26-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Culpepper et al published at 
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httD://www1, cs. Columbia. edu/siD/drafts/draft-culDeDDer-sip-iiifo-event-OO. txt in view of 
Choudhuri et al published at httD://www. alternic, ora/drafts/drafts-c-d/draft'ChoudhurhsiP' 
infO'diQit-OOMml , Media Gateway Control Protocol (MGCP) version 1 .0, and further in 
view of Bearer Independent Call Protocol (BICP) ITU Recommendation Q.1901. 

Regarding claims 4, 6-8. 14. 16-17, 22 and 26-27 Culpepper discloses that the 
system is adapted to receive the call request in SIP-T message, see figure on page 2. 
Culpepper does not disclose the call request comprises a BICC lAM message. 
However, the BICP of ITU Recommendation Q.1901 teaches this feature. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
apply MGCP to MGC for the same purpose as recited in claim 3. 

Regarding claim 15, Culpepper discloses on pages 2 and 7, second paragraph 
that the use of a Package designator in the event request also helps reduce any 
ambiguity in which media source event detection and reporting is desired for. Therefore, 
it implies that the system adapts with a packet-based network for requesting digits from 
the media gateway (the controller is further adapted to request the at least one digit 
from the media gateway controller over the packet-based network.) 

Claims 31, 37 and 44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Culpepper et al published at 

httD://wym1. cs, Columbia. edu/siD/drafts/draft-culoeDDer-siO'infO'event'OO, txt in view of 
Bearer Independent Call Protocol (BICP) ITU Recommendation Q.1901, hereafter 
referred to as Culpepper and BICP respectively. 
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Regarding claim 31 Culpepper discloses that the system is adapted to receive 
the call request in SIP-T message, see figure on page 2. Culpepper does not disclose 
the call request comprises a BICC lAM message. However, the BICP of ITU 
Recommendation Q.1901 teaches this feature. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to apply MGCP to MGC for 
the same purpose as recited in claim 3. 

Regarding claim 37, Culpepper discloses that the media gateway controller 
(MGC) at a receiving side in the system disclosed by Culpepper receives a call request 
from another MGC at a transmitting side (receive a call request from a media gateway 
controller over the packet based network). Culpepper discloses that the system receives 
SIP-T message from the MGC before establishing a voice path over a packet based 
network. Furthermore, page 6 (section 6), Culpepper teaches an example for collecting 
4 requested digits PIN number for establishing a call connection. Culpepper does not 
disclose that the system receives BICC message from the MGC. However, the BICP of 
ITU Recommendation Q.1901 teaches this feature. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to apply MGCP to MGC for 
the same purpose as recited in claim 3. 

Regarding claim 44, Culpepper teaches one of the uses for the SIP INFO is 
carrying DTMF digits generated during a session. DTMF digits are transported in a 
Q.931 Keypad facility information element as user-to-user data in an ISUP USR 
message; abstract and section 1 . Furthermore, page 6 (section 6), Culpepper teaches 
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an example for collecting 4 requested digits PIN number for establishing a call 
connection. 

Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Culpepper et al published at http'J/www 1 . cs. Columbia, edu/sip/drafts/draft'Culpepper'SiP' 
info-event-OOAxt in view of Steve Donovan "The SIP INFO method" published at 
http://www. cs. columbia.edu/sip/drafts/sip/draft-ietf'Sip-infO'm txt . hereafter 

referred to as Culpepper and Donovan. 

Regarding claim 38, Culpepper teaches that one of the uses for the SIP INFO is 
carrying DTMF digits generated during a session. DTMF digits are transported in a 
Q.931 Keypad facility information element as user-to-user data in an ISUP USR 
message; abstract and section 1 . Culpepper does not clearly teach that the ISUP is an 
lAM message, and the step of requesting and receiving the information in the system 
disclosed by Culpepper occurs before sending an OK message in response to an invite 
message. However, Donovan discloses theses features on page 4-6, sections 2.2 and 
3.3. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to adapt Donovan method into Culpepper's system in order to 
improve setup a connection between end users by using SIP protocol. 

Claims 41-42 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Culpepper et al published at http://www 1 . cs. Columbia . edu/sip/drafts/draft-culpepper-sip- 
info-event-OO.txt , in view of Choudhuri et al published at 

fittp://www, altemic, ora/drafts/drafts-C'd/draft-choudhuri-sip-info-diait-00. html , and further 
in view of Steve Donovan "The SIP INFO method" published at 
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httpJ/www. cs. columbia.edu/sip/draHs/siD/draft-ietf-siD-info-method-00. txt , hereafter 
referred to as Culpepper, Choudhuri and Donovan. 

Regarding claims 41 -42, Culpepper teaches that one of the uses for the SIP 
INFO is carrying DTMF digits generated during a session. DTMF digits are transported 
in a Q.931 Keypad facility information element as user-to-user data in an ISUP USR 
message; abstract and section 1 . Culpepper does not clearly teach that the ISUP is an 
lAM message, and the step of requesting and receiving the information in the system 
disclosed by Culpepper occurs before sending an OK message in response to an invite 
message. However, Donovan discloses theses features on page 4-6. sections 2.2 and 
3.3. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to adapt Donovan method into Culpepper's system in order to 
improve a call connection over data network between end users by using SIP protocol. 

Response to Arguments 

Applicant's arguments filed on 03/17/2004 have been fully considered but they 
are not persuasive. 

Regarding claims 1, 29 and 39 (p. 10-12), claim 26 (p. 14), Applicants argue that 
the reference does not teach the step of "receiving the information before establishing a 
bearer path over the network" because the method disclosed in the reference adapts 
with mid-call events . Examiner respectfully disagrees because of the following reasons: 

First, it depends on how considered starting time of a call is. If the staring time of 
the call is defined when a system receives an off-hook signal from a calling party , both 
the reference and the present application teach the mid-call events. According to the 
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specification of the application, on page 6, lines 10-26, the system collects information 
such as DTMF digits, including PIN numbers, extension numbers, credit card numbers, 
passwords and the like after the user has dialed the destination number without first 
establishing a bearer path connection. Similarly, the reference teaches that one set of 
events that is required for enhanced services present in the PSTN is the start of DTMF 
tone and either the end of the DTMF tone or the duration of the DTMF tone , page 2, 
second paragraph. Therefore, both the reference and the present application teach the 
mid-call events. However, if starting of a call is defined when a connection between two 
end users is established through the data network (i.e. the call is completely connected 
through the data network) , all of the signaling in both reference and present application 
are transmitted before establishing a connection path through the data network (see 
second reason below). Thus, the statement "mid-call" or "mid-session" does not mean 
that the DTMF are received after establishing the bearer path as recited in the remarks. 

Second, one of ordinary skill in the art must understand that in the voice over IP 
system, all of the signaling between two end users is transmitted over a signaling 
system before establishing a connection path through data packet network. The 
reference discloses the system comprises a signaling gateway for collecting DTMF 
digits by using SIP protocol in order to setup a call before establishing a connection 
between two end users through the packet network, page 2, sections 1-2. The 
reference, therefore, clearly teaches the limitation "receiving the information before 
establishing a bearer path over the network" as recited in claims 1 and 29. 
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Regarding claims 11-12 (p. 11-13), 15 and 18 (p. 13), 20. 37 and 44 (p. 14). 
Applicants argue that the references do not teach or suggest requesting information in 
response to determining that additional digits are desired to establish the call. Examiner 
respectfully disagrees. Page 6 (section 6), Culpepper clearly teaches an example for 
collecting 4 requested digits PIN number. 

Applicants' arguments with respect to claims 38 (p. 1 1-12), 41-42 (p. 13-14) have 
been considered but are moot in view of the new ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thai D Hoang whose telephone number is (703) 305- 
3232. The examiner can normally be reached on Monday-Friday 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supen/isor, Chi Pham can be reached on (703) 305-4378. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Thai Hoang 




